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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )1EI Responsive to comnnunication(s) filed on 08 March 2004 . 
2a)\Z\ This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fornnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quay/e, 1935 CD. 11,453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-13,27 and 28 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 27 and 28 is/are allowed. 

6) |S1 Claim{s) 1-11 and 13 is/are rejected. 

7) 13 Claim(s) 12 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C, § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) D Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) 13 Infomiation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date 03/06/2004 . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 20040722 
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DETAILED ACTION 

(1) 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. U 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Apphcant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1, 7, 8, 10 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
EP 913440 Al to Otaki et al. in view of JP 03-63199 to Nakanishi. 

Regarding applicant claim 1 , Otaki et al. disclose a method for the decoration of an 
article comprising the steps of: 

(1) Printing a four-color image (blue, yellow, red and black or white) onto a water- 
soluble polymer film (page 5, ^ [0034]) with solvent based inks (page 5, If [0042]); 



Application/Control Number: 09/901,210 
Art Unit: 1734 



Page 3 



(2) Liquefying the solvent based ink image by way of a solvent activator applied thereto 
(page 54 [0036]); 

(3) Placing the printed water-soluble polymer film carrying the solvent based ink image 
thereon onto the surface of a water bath whereby the water soluble film is at least partially 
dissolved, e.g., softened and swelled (page 5. ^ [0037]); and 

(4) Pressing and submerging the article to be decorated against the liquefied solvent 
based ink image to transfer the liquefied solvent based ink image to the surface of the article 
(page 5, II [0039]). 

Although Otaki et al. disclose, as per appUcant claims 7. 8 and 13 , that the solvent based 
ink image is printed by rotogravure printing on a water-soluble PVA film and placed on the 
surface of a water bath such that the ink image is facing away fi*om the surface of the water (page 
5, I [0034] and [0037]), they do not specifically disclose, as per appHcant claim L that the 
solvent-based ink image is provided by way of a digital image file. They also do not specifically 
disclose that the solvent activator is applied to the solvent-based ink image after the water- 
soluble film carrying the ink image has been placed onto the surface of the water bath. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
to provide the printed ink image by way of a digital image file motivated by the fact that 
Nakanishi, also drawn to methods for the transfer solvent-based ink images firom a water-soluble 
film onto an article surface by way of float transfer, discloses that image making up the printed 
image can be composed manually or digitally through the use of a computer (abstract; Figures 1- 
6). It would have also been obvious to apply the solvent activator onto the solvent-based ink 
image either before or after the water-soluble film carrying the ink image has been placed onto 
the surface of the water bath, motivated by the fact that Nakanishi (through his illustrations) 
discloses that either method is acceptable and fiinctionally expedient (abstract; Figures 1-6), 

Although Otaki et al. is silent to the matter, it would have been obvious to one of 
ordinary skill in the art at the time of invention, as per applicant claim 10 , to wash any residual 
water-soluble polymer film fi-om the article after transfer motivated by the fact that Nakanishi 
discloses that such a step is known (Figure 6). 
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(2) 

Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over the references as 
combined in section (1), above, in further view of U.S. Patent No. 4,436,571 to Nakanishi. 

The references as combined in section (2), above, disclose a method for the transfer of 
solvent-based ink images from a water-soluble film onto an article surface by way of float 
transfer. Although they do not specifically disclose, as per applicant claim 9 . that the article is 
primed by the application of a layer of primer thereto, it would have been obvious to one of 
ordinary skill in the art at the time of invention to do so motivated by the fact that Nakanishi, 
also drawn to methods for the transfer solvent-based ink images from a water-soluble film onto 
an article surface by way of float transfer, discloses that if primer coating is required as a base 
coating on the article to be printed, a primer coating device may be employed to apply the 
coating thereto prior to transfer decorating (column 6, lines 10-17). 

(3) 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over the references as 
combined in secfion (1), above, in fiirther view of U.S. Patent No. 4,231,829 to Marui et al. 

The references as combined in section (2), above, disclose a method for the transfer of 
solvent-based ink images from a water-soluble film onto an article surface by way of float 
transfer. Although they do not specifically disclose, as per appUcant claim 11 , that the article is 
provided with a finish coating after transfer decoration, it would have been obvious to one of 
ordinary skill in the art at the time of invention to do so motivated by the fact that Marui et al., 
also drawn to methods for the transfer solvent-based ink images from a water-soluble film onto 
an article surface by way of float transfer, discloses that a surface finishing may be carried out by 
applying a top coating to the pattern-transferred surface of the object in order to protect the 
surface (column 8, lines 1-3). 

(4) 

Claims 2-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over the references 
as combined in section (1), in fiirther view of U.S. Patent No. 5,695,587 to Dumoux. 

The references as combined in section (2), above, disclose a method for the transfer of 
solvent-based ink images from a water-soluble film onto an article surface by way of float 
transfer. Although they disclose that the printed image may be generated manually or through the 
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use of digital devices (computers), they do not specifically disclose the particulars of the design 
or digital system set forth in applicant claims 2-6 , 

Regarding applicant claims 2-6 , the particulars of the digital imaging and lay-up would 
have been obvious to one of ordinary skill in the art at the time of invention motivated by the fact 
that Dumoux, also drawn to methods for the transfer solvent-based ink images from a water- 
soluble film onto an article surface by way of float transfer, discloses the image formation is 
preferably controlled by a computer system associated with databases containing images, 
printing parameters, polysensory data, designs, and a digital image scanner, a device for 
synthesizing images and designs, and a display device for providing a three-dimensional display 
of the coated article with realistic rendition so as to enable certain print parameters to be 
readjusted prior to launching real printing (column 4, line 66 to column 5, line 10). 

Although Dumoux does not specifically disclose that the design is a camouflage pattem 
made up of individually composited vegetation components, it would have been obvious to one 
of ordinary skill in the art at the time of invention to provide any particular design, pattem, etc. 
motivated by the fact that the choice of design is dictated by aesthetic concerns only. 
Furthermore, it has been held that that matters relating to ornamentation only which have no 
mechanical function cannot be reUed upon to patentably distinguish the claimed invention from 
the prior art.* 

(5) 

Allowable Subject Matter 

Claim 12 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Claims 27 and 28 have been found to be allowable over the prior art of record. 

Although the references as combined above disclose a method of high definition printing 
on an article through flaot transfer of a digitally printed high-definition image, neither they nor 
any of the oprio art of record specifically teach or suggest the method of applicant claims 12 or 



' See, e.g.. In re Seid , 161 F.2d 229, 73 USPQ 431 (CCPA 1947). 
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27 wherein the image is printed by four color printing with a registration of not greater that 0.006 



The amendments and arguments filed March 8, 2004 are acknowledged. In response to 
the arguments regarding the degree of registration, claim 12 and newly added claims 27 and 28 
have been indicated as allowable as set forth and described in section (5), above. Applicant's 
arguments have been fully considered but they are not persuasive. As the arguments submitted 
on March 8, 2004 are essentially a reiteration of those filed June 30, 2003, the examiner 
respectfully submits that a specific response to each argument would be redundant given the fact 
that the arguments were previously addressed in the final rejection mailed September 8, 2003. 



Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Jerry A Lorengo whose telephone number is (571) 272-1233. 
The examiner can normally be reached on Monday through Friday, 8:30 A.M. to 5:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Fiorilla can be reached on (571) 272-1187. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



inch. 



(6) 



Response to Amendments and Arguments 



(7) 



J/ATtoreiigo, Primary Examiner 



IJ 173 




